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Art Unit: 3663 

DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claim 17 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

In claim 16, applicant claims that the source is proximate an upstream amplifier. 
In dependent claim 17, applicant claims that the source comprises the said upstream 
amplifier. The source cannot both comprise and be proximate to the upstream 
amplifier. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1-6, 8-13, 17 (as best as it is understood), 18-23, and 25-27 are rejected 
under 35 U.S.C. 102(b) as being anticipated by Sato et al. (US 6,229,631 published 
May 8. 2001). 

**The references made herein are done so for the convenience of the applicant. 
They are in no way intended to be limiting. The prior art should be considered in its 
entirety. 
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With regard to claims 16-17, Sato discloses a system for automatically setting a 
gain for an amplifier in an optical network, comprising: 

a source (#10 ) proximate an upstream amplifier (#12a ) coupled to an 
optical span (#11a-#11c ): 

the source operable to transmit a stable signal over the optical span 

(supervisory signal: col. 9. line 15 ); 

a downstream amplifier coupled to the optical span (#12b ) , 

the downstream amplifier operable to use the stable signal to 

automatically set a gain of the downstream amplifier (coL 10. lines 5-6: fig. 

33). 

With regard to claims 18 and 21-22, col. 7Jines 60-65 , discloses ASE and optical 
powers as estimation parameters for the supervisory signal. 

With regard to claims 19-20 and 26, each device communicates with the 
simulator regarding its mode of operation which includes both power level and gain 
control (col. 6. lines 25-35 ). 

With regard to claims 23 and 25, fig. 2 discloses the power penalties. 

With regard to claim 27, the EDFAs #12a and #12b include laser diode pumps 
(fig. 35. #184 ). 

The Examiner considers the claim language identified in italics above to be 
functional limitations, i.e. intended use. While features of an apparatus may be recited 
either structurally or functionally, claims directed to an apparatus must be distinguished 
from the prior art in terms of structure rather than function alone. Since the structural 
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limitations have been met by the prior art, the Examiner has reason to believe that the 
function limitations can be performed by the prior art structure. See MPEP 21 14. 

Claims 1-6 and 8-13 are merely the method of normal operations of the 
apparatus as claimed. 

Please note the use of additional functional language, i.e. the phrase 'operable 
to' in clams 19-22 and 25-26. 

5. Claims 1 , 7, 16, and 24 are rejected under 35 U.S.C. 102(b) as being anticipated 

by Fatehi (US 6,377,394 published Apr. 23. 2002). 

With regard to claims 16 and 24, Drake discloses a system for automatically 

setting a gain for an amplifier in an optical network, comprising: 

a broadband source (fig. 5: MULTIWAVELENGTH INPUT SIGNAL ) 
proximate an upstream amplifier (#60 ) coupled to an optical span (see 
splices in fig. 2 ): 

the source operable to transmit a stable signal over the optical span (fig^ 
2); 

a downstream amplifier coupled to the optical span (#62 ) , 
the downstream amplifier operable to use the stable signal to 
automatically set a gain of the downstream amplifier (AGC is controlled via 
signal #500 ) . 

Claims 1 and 7 are merely the method of normal operations of the apparatus as 
claimed. 
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Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which fonns the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 14-15 and 28-29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Sato et al. (US 6,229,631 published May 8, 2001) in view of Lauder 
(US 2004/0071392 filed Nov. 27. 2001). 

With regard to claims 28-29, Sato does not specifically disclose a shutter switch 
to block optical traffic from reaching the source. However, Lauder teaches the use of a 
optical shutter switch to prevent optical traffic from reaching a source (fig. 4). It would 
have been obvious to one of ordinary skill (e.g., an optical engineer) in the art at the 
time the invention was made to use a shutter switch for the advantage of shutting down 
the system in the event of a system failure. 

Claims 14-15 are merely the method of normal operations of the apparatus as 
claimed. 

Please note the use of functional language, i.e. the phrase 'operable to...' in 
claim 28. 

Allowable Subject Matter 

8. Claim 30 is allowed. 

9. The following is a statement of reasons for the indication of allowable subject 
matter. 
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The prior art does not teach or make obvious a stable signal transmitted at a 
power level sucli that the signal is received at the downstream amplifier at a power level 
of at least approximately -30 dBm in conjunction with the other features of the claim. 

This statement is not intended to necessarily state all the reasons for allowance 
or all the details why the claims are allowed and has not been written to specifically or 
impliedly state that all the reasons for allowance are set forth (MPEP 1302.14). 

Information Disclosure Statement 

10. The information disclosure statement (IDS) filed on 8/26/03 has been considered 
by the examiner. However, Item R has been lined through because the reference was 
not provided. The Examiner attempted to retrieve the reference via the cited website. 
However, the site www.photuris.com is no longer in operation. 

Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Hadjifotiou, Kawasaki, Leiic, Pettitt, Takahashi, Tomofuji, Tsuda, 
and Wada disclose the use of supervisory or telemetry signals for controlling optical 
amplifier operations. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Deandra M. Hughes whose telephone number is 571- 
272-6982. The examiner can nomially be reached on M-F, 8:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jack Keith can be reached on 571-272-6878. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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